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2a )^ This action is FINAL. 2b)D This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4a) Of the above claim(s) is/are withdrawn from consideration. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

1 . Applicant's response filed on 01/09/2008 has been fully considered. Claims 1-20 
are pending. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-3, 5, 7-12, 14 and 16-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kobayashi et al. (US 2002/0176970 A1), as evidenced by AEROSIL 
Datasheet (Internet Print out), in view Otani et al. (US 2001/0036552 A1). 

4. Kobayashi discloses an ink jet recording sheet comprising a support, a colorant 
receiving layer applied on the support, and a boron compound applied onto the colorant 
receiving layer (abstract and [0090]). The boron compound is equivalent to the claimed 
treatment solution. The colorant receiving layer comprises a polyvinyl alcohol resin and 
a pigment containing a vapor phase process silica and a colloidal silica ([0068] and 
[0074]). The support is a resin coated paper [0174], wherein the coated resin is 
equivalent to the claimed undercoating layer. AEROSIL 300 is an example of the vapor 
phase process silica, and has a specific surface area of 300 m 2 /g, which is evidence by 
AEROSIL Datasheet. The amount of the vapor phase process silica is at least 50% by 
weight based on total pigment [0074]. The ratio of particles to binder is 1 .5/1 to 10/1 
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[0085]. Kobayashi does not disclose that the colloidal silica has the claimed particle 
size and shape. 

5. Otani teaches an ink jet recording material comprising a support and at least an 
outermost ink receiving layer having a binder and a pigment (abstract). The pigment 
can be colloidal silica having an average particle size of 30-500nm and a primary 
particle size of 5-60nm ([0018] and [0020], wherein the primary particles are linked up 
into chains to form a secondary particle (line 5 of [0020]). 

6. Kobayashi and Otani are analogous art because they are from the same field of 
endeavor that is the ink jet recording sheet art. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to combine the colloidal silica 
of Otani with the invention of Kobayashi in order to enhance ink absorbency and provide 
excellent color reproduction (see [0020] of Otani). 

7. With respect to the value of specular gloss, the Office realizes that all of the 
claimed effects or physical properties are not positively stated by the reference(s). 
However, the reference(s) teaches all of the claimed ingredients. Therefore, the 
claimed effects and physical properties, i.e. the value of specular gloss would implicitly 
be achieved by a composition with all the claimed ingredients. If it is the applicant's 
position that this would not be the case: (1) evidence would need to be provided to 
support the applicant's position; and (2) it would be the Office's position that the 
application contains inadequate disclosure that there is no teaching as to how to obtain 
the claimed properties with only the claimed ingredients. 
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8. Claims 1 , 3, 4, 6-1 3 and 1 5-20 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Mishima (US 6,1 83, 851 B1 ) in view of Otani et al. (US 
2001/0036552 A1). 

9. Mishima discloses an ink jet image recording medium comprising a support and 
a coating layer on the support (abstract). The coating layer comprises inorganic 
particles such as amorphous silica, gamma alumna and colloidal silica, and the particles 
may be used in combination (col. 8, lines 24-55). The support is a paper laminated with 
a polyolefin (col. 17, line 20), wherein the polyolefin is equivalent to the claimed 
undercoating layer. The coating layer further comprises a binder such as polyvinyl 
alcohol (col. 9, line 66). The ratio of particles to binder is disclosed in col. 1 1 , line 48- 
62. Mishima does not disclose that the colloidal silica has the claimed particle size and 
shape. 

10. Otani teaches an ink jet recording material comprising a support and at least an 
outermost ink receiving layer having a binder and a pigment (abstract). The pigment 
can be colloidal silica having an average particle size of 30-500nm and a primary 
particle size of 5-60nm ([0018] and [0020]), wherein the primary particles are linked up 
into chains to form a secondary particle (line 5 of [0020]). 

1 1 . Mishima and Otani are analogous art because they are from the same field of 
endeavor that is the ink jet recording sheet art. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to combine the colloidal silica 
of Otani with the invention of Mishima in order to enhance ink absorbency and provide 
excellent color reproduction (see [0020] of Otani). 
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12. With respect to the value of specular gloss, the Office realizes that all of the 
claimed effects or physical properties are not positively stated by the reference(s). 
However, the reference(s) teaches all of the claimed ingredients. Therefore, the 
claimed effects and physical properties, i.e. the value of specular gloss would implicitly 
be achieved by a composition with all the claimed ingredients. If it is the applicant's 
position that this would not be the case: (1) evidence would need to be provided to 
support the applicant's position; and (2) it would be the Office's position that the 
application contains inadequate disclosure that there is no teaching as to how to obtain 
the claimed properties with only the claimed ingredients. 

1 3. With respect to the amount of colloidal silica based on the total particles, the 
experimental modification of this prior art in order to ascertain optimum operating 
conditions fails to render applicants' claims patentable in the absence of unexpected 
results. In re Aller, 105 USPQ 233. One of ordinary skill in the art would have been 
motivated to adjust the amount of colloidal silica in order to optimize ink receiving and 
printing properties of the layer. A prima facie case of obviousness may be rebutted, 
however, where the results of the optimizing variable, which is known to be result- 
effective, are unexpectedly good. In re Boesch and Slaney, 205 USPQ 215. 



Response to Arguments 

14. Applicant's argument is based on that Otani does not describe any colloidal silica 
meeting all three of applicant's characteristics, and all other ranges obtained by 
manipulating Otani's secondary and primary particle size ranges fall outside of 
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applicant's range of from 1 .5 to 3.0, thus there is no specific teaching in Otani of a 
colloidal silica having both a secondary/primary particle size ratio of from 1.5 to 3.0 and 
a peanut-shaped configuration. This argument is not persuasive for the following 
reason. Based on the claimed primary particle size and the claimed ratio of the 
secondary particle size to the primary particle size, the calculated secondary particle 
size of the claimed pigment/colloidal silica is 15-300nm. The secondary particle size of 
the equivalent pigment of Otani is 30-500nm, wherein this value overlaps with 
Applicant's calculated secondary particle size value. Thus, since the claimed primary 
particle size overlaps with Otani's primary particle size, and the Applicant's calculated 
secondary particle size overlaps with Otani's secondary particle size, it is established 
that the claimed ratio of the secondary particle size to the primary particle size is 
included within the calculated ratio of the secondary particle size to the primary particle 
size of Otani, that is between 1 .0 and 1 00. It is also noted that an actual ratio of less 
than 1 is not attainable. 

1 5. Applicant further argued that Otani teaches away from making the specific 
selection made by the applicants. This argument is not persuasive because the 
invention of Otani is not limited to the preferred embodiment only. 

16. Applicant also argued that the present application contains evidence of 
unexpected results that are achieved with the invention. This argument is not 
persuasive for the following reason. All evidences in Tables 1-4 have been considered. 
The Examiner has acknowledged that such evidence has been presented. The 
evidences show the importance of the secondary/primary particle size ratio and also of 
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having a peanut shape. However, the claimed primary particle size, shape and 
secondary/primary particle size ratio are taught by the reference of Otani. Even though 
Otani teaches broader range, the claimed secondary/primary particle size ratio of 1 .5 to 
3.0, which is within the range of Otani, is still taught by the reference. Furthermore, the 
reference(s) teaches all of the claimed ingredients including the claimed 
secondary/primary particle size ratio. Therefore, the claimed effects and physical 
properties, i.e. the value of specular gloss would implicitly be achieved by a composition 
with all the claimed ingredients. 

1 7. For the above reasons claims 1 -20 stand rejected. 



Conclusion 

18. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

1 9. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Betelhem Shewareged whose telephone number is 571- 
272-1529. The examiner can normally be reached on Mon.-Fri. 8:00AM-4:30PM. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on 571-272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

22. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

BS 

March 27, 2008. 



/Betelhem Shewareged/ 
Primary Examiner, Art Unit 1794 



